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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 

1 1/21/2008 has been entered. 

2. Claims 1-26 are pending as amended on November 21 , 2008, with claims 1 , 4, 
5, 6, 1 5, 1 9 and 23 being independent. Claims 1 , 4, 5, 6, 8, 1 0, 1 2, 1 4, 1 5, 1 9 and 23- 
26 are currently amended. 

3. New grounds of rejection are provided based on the amendments. 

Specification 

4. The disclosure is objected to because of the following informalities: the phrase 
"computer-readable medium" in lines 5-6 of claims 1 and 4, line 6 of claims 5 and 6; and 
the phrase "computer-readable information storage portion" in line 3 of claim 23, are not 
described in the specification. 

Appropriate correction is required. 



Application/Control Number: 1 0/551 ,544 Page 3 

Art Unit: 2169 

Claim Objections 

5. Claim 23 is objected to because of tine following informalities: the term "the 
information storage portion" in line 9 of the claim, should be changed to -the computer- 
readable information storage portion-. Appropriate correction is required. 

Duplicated Claims Objections 

6. Claim 1 is objected to under 37 CFR 1 .75 as being a substantial duplicate of 
claim 4. When two claims in an application are duplicates or else are so close in 

content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of 
the allowed claim. See MPEP § 706.03(k). 

Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

8. Claims 15-22 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 15 recites "[providing]", "[receiving]", "[searching]" and "[sending]"; and 
claim 19 recites "[sending]" and "[receiving]", which are not qualify as a statutory 
process because the claims do not transform underlying subject matter nor it is tied to 
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another statutory class. To qualify as a statutory process, the claims should positively 
recite the other statutory class (e.g. the thing or product) to which it is tied, for example 
by identifying the apparatus that accomplishes the method steps, or positively recite the 
subject matter that is being transformed, for example by identifying the material that is 
being changed to a different state (see MPEP 2106.IV.B and 2106.IV.C; and also see 
Diamond v. Diehr, 450 U.S. at 175, 184 (1981); Gottschalk v. Benson, 409 U.S. 63, 71 
(1972); and also see in re Stephen W. Comiskey, 499 F.3d 1365; 2007 U.S. App. LEXIS 
22414; 84 U.S.P.Q.2D (BNA) 1670). 

Claims 16-18 and 20-22 are rejected for the same reason, due to their 
dependence on the above rejected claims. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

10. Claims 1-26 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Shinohara, US Patent Number 7,310,514. 
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Regarding claim 1, Shinohara discloses a search device providing a searcli 
service about data provided by a contents providing server capable of providing 
contents, the data provided by the contents providing server corresponding to 
information showing a capacity of a terminal unit included in an information request 
command, the search device comprising: 

at least one processor that executes computer programs stored on a computer- 
readable medium (e.g. MMS user database server 30), the computer program including 
executable code that provides: 

a crawling means for searching an address of said contents by using the 
information showing the capacity of the terminal unit according to a typical model of the 
terminal unit in a model group, the model group being set according to the capacity (e.g. 
Based on the information regarding the formats of each media type and the destination 
information that have been received from mobile telephone Id as well as information 
that is stored regarding the processing capabilities for each media type for each of 
mobile telephones IO1-IO4, MMS user database server 30 first determines whether the 
multimedia message that is to be transmitted by mobile telephone lOican be received 
at transmission-destination mobile telephones IO2-IO4, col. 7, lines 1-5); 

a search index holding the address of the contents obtained by said crawling 
means in correspondence to an identifier that identifies the terminal unit in the model 
group at a time of crawling (e.g. Fig. 4 show an example of data that are registered in 
MMS user database server); and 
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a searching means for gobbling down tlie address of tlie contents in said search 
index in correspondence to the identifier included in the information request command 
from the terminal unit (MMS user database server 30 first determines whether the 
multimedia message that is to be transmitted by mobile telephone 10i can be received 

at transmission-destination mobile telephones IO2-IO4; MMS user database server 30 
therefore transmits to mobile telephone IO1 the determination result, col. 7, lines 16-21). 

Regarding claim 2, Shinohara further discloses model group is provided per kind 
of the contents (e.g. Fig. 4). 

Regarding claim 3, Shinohara further discloses the search device further 
comprising: 

a template corresponding to every said terminal units of a plurality of generations 
in which the display capacities of the search results are different (col. 6, lines 1-6); 

a generation detecting means for detecting the generation of the terminal unit to 
which the information request command to said search means is supplied (col. 7, lines 
5-9); and 

a search result generating means for generating the data of the search result in 
correspondence to the generation of the terminal unit detected by said generation 
detecting means (col. 7, lines 9-16). 
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Claim 4 is similar to claim 1 . Therefore claim 4 is rejected by the same reason as 
set forth in claim 1 . 

Regarding claim 5, Shinohara discloses an information providing system 

comprising: 

a contents providing server capable of providing contents, the contents provided 
by the contents providing server including data corresponding to an information showing 
a capacity of a terminal unit included in an information request command (e.g. MMS 
user database server 30); and 

a search device, coupled to the contents providing server, having at least one 
processor that executes computer program stored on a computer-readable medium 
(e.g. the means for determining, col. 13, lines 7-17), the computer program including 
executable code that provides: 

a crawling means for searching an address of said contents by using the 
information showing the capacity of the terminal unit according to a typical model of the 
terminal unit in a model group the model group being set according to the capacity (col. 
12, lines 66-67-col. 13, lines 1-6); 

a search Index holding the address of the contents obtained by said crawling 
means In correspondence to an identifier that identifies the terminal unit In the model 
group at a time of crawling (e.g. Fig. 4); and 

a searching means for gobbling down the address of the contents in said search 
index in correspondence to the identifier included in the information request command 
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from the terminal unit (col. 7, lines 16-21). 



Pages 



Regarding claim 6, Shinohara discloses an information searching system 
comprising: 

a contents providing server capable of providing contents, the contents provided 
by the contents providing server including data corresponding to information showing a 
capacity of a terminal unit included in an information request command and a key word 
(e.g. MMS user database server 30 and col. 6, lines 1-6); and 

a search device, coupled to the contents providing server, having at least one 
processor that executes computer programs stored on a computer-readable medium 
(e.g. the means for determining, col. 13, lines 7-17), the computer programs including 
executable code that provides: 

a crawling means for searching a predetermined address corresponding to said 
contents by using the information showing the capacity of a typical model of the terminal 
unit in a model group, the model group being set according to the contents capacity 
(col. 7, lines 1-5); 

a search index holding the predetermined address of the contents obtained by 
said crawling means in correspondence to a an identifier that identifies the terminal unit 
in the model group at a time of crawling (e.g. Fig. 4 show an example of data that are 
registered in MMS user database server); 
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a searching means for gobbling down tlie predetermined address in said search 
index in correspondence to the l^ey word and the identifier included in the information 
request command from the terminal unit (col. 7, lines 16-21); and 

a search result generating means for generating a search result including said 
predetermined address and the data (col. 7, lines 10-21). 

Regarding claim 7, Shinohara discloses, the capacity includes a contents display 
capacity (Fig. 4). 

Regarding claim 8, Rouse discloses, the identifier that identifies the terminal unit 
is a model name (e.g. mobile telephones 10i, 102,103, IO4). 

Claims 9, 1 1 and 13 recite "the capacity" is similar to claim 7. Therefore claims 9, 
1 1 and 13 are rejected by the same reason. 

Claims 10, 12 and 14 recite "the identifier" is similar to claim 8. Therefore claims 
10, 12 and 14 are rejected by the same reason. 

Regarding claim 15, Shinohara discloses a method for providing a search 
service, comprising: 

providing a server that includes data (e.g. MMS user database server 30); 
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receiving, at the server, a request generated for a requesting device 
corresponding to tine data in the server (e.g. Before transmitting a multimedia message 
of the above-described format 1, mobile telephone 10i notifies MMS user database 
server 30 of information regarding the formats for each media type of the multimedia 
message that is to be transmitted and the destination Information of the multimedia 
message. I.e., Information indicating that mobile telephones 102-104are the 
destinations, col. 6, lines 61-67); 

searching the data in the server according to the capacity information of the 
requesting device and according to the identification information of the requesting 
device (col. 7, lines 1-5) ; 

sending at least a portion of the data in the server to the requesting device in 
response to the request, wherein the portion of the data corresponds to the capacity 
Information of the requesting device (e.g. notifies mobile telephone IO.sub.1 of these 
determination results together with information regarding the formats that can be 
received by mobile telephone, col .7, lines 9-12). 

Regarding claim 16, Shinohara further discloses, the capacity Information 
Includes display capacity information of the requesting device (col. 8, lines 27-29). 

Regarding claim 17, Shinohara further discloses, the identification information 
includes a model name of the requesting device (Fig. 4, e.g. mobile telephones 10i- 
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IO4). 
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Regarding claim 18, Sliinohara furtlier discloses, the requesting device is a 
cellular phone (e.g. mobile telephones IO1). 

Regarding claim 19, Shinohara discloses a method for requesting data from a 
server, comprising: 

sending a request generated for a requesting device to the server, wherein the 
request corresponds to data In the server, and wherein the request Includes capacity 
Information of the requesting device and identification information of the requesting 
device (e.g. mobile telephone IO1 notifies MMS user database server 30 of information 
regarding the formats for each media type of the multimedia message that is to be 
transmitted and the destination Information of the multimedia message, I.e., Information 
Indicating that mobile telephones 102-104are the destinations, col. 6, lines 62-67. 
Wherein, Each of mobile telephones IO1-IO4 transmits in any way new information 
regarding the processing capability for each media type to MMS user database server 
30 when an external terminal is connected and the processing capability for each media 
type changes while the power supply is turned on, col. 6, lines 34-39); 

receiving, at the requesting device, at least a portion of the data from the server, 
wherein the portion of the data corresponds to the capacity information of the requesting 
device (e.g. MMS user database server 30 therefore transmits to mobile telephone 
IO.sub.1 the determination result that mobile telephone IO3 is unable to receive data of 
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format 2 as well as the information that the only format that mobile telephone lOacan 
receive is format 1, col. 7, lines 16-21). 

Claims 20, 21 and 22 recite "the method" are similar to claims 16, 17 and 18. 
Therefore claims 20, 21 and 22 are rejected by the same reason. 

Regarding claim 23, Shinohara discloses an information providing server group, 
comprising: 

at least one information providing server (e.g. MMS user database server 30) 

that includes: 

a computer-readable information storage portion that stores information 
corresponding to a request generated for a requesting device, the request including 
capacity information of the requesting device and identification information of the 
requesting device (col. 7, lines 1-5); and 

a content server, coupled to the information storage portion, that provides at least 
a portion of the information to the requesting device in response to the request, wherein 
the portion of the information provided by the content server varies according to the 
capacity information of the requesting device and according to the identification 
information of the requesting device, and wherein the portion of the information provided 
to the requesting device corresponds to the capacity information of the requesting 
device (e.g. MMS servers 5O1-5O3, col. 5, lines 59-67). 
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Claims 24, 25 and 26 recite "the information providing service group" are similar to 
claims 16, 17 and 18. Therefore claims 24, 25 and 26 are rejected by the same reason. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CECILE VO whose telephone number is (571 )270-3031 . 
The examiner can normally be reached on Mon - Thu (9AM - 5:00PM EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tony Mahmoudi can be reached on 571-272-4078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



December 18, 2008 



/Cecile Vol 
Examiner 
Art Unit 2169 
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Supervisory Patent Examiner, Art Unit 2169 



